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What Are PAIR-Based Notifications?

- Based on PAIR status changes that can be found in Private
PAIR scrapes

 Patent Application Information Retrieval System
« Can be based solely on changes in PAIR status

 Can be based on other factors in addition to PAIR
change
« Monitor your own matters

* Monitor matters of others
- Options for public-based updates on third pa‘ y ¢

« Both of the above are generated by E
Service
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What Are PAIR Status Alerts?

« Every patent matter in PAIR includes a PAIR Status

- The status captures process changes in the processing of
patent applications in the PTO

* The large majority of PAIR status conditions signify internal
process changes that may or may not be indicated Iin th -
matter Transactions

* These status changes give advance notice of actic
by the PTO that have not yet been notified to the 4
by mailed docket correspondence o

* The most sophisticated patent pract|t|0ners
status changes to improve the efficiency C
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What are PAIR Status Alerts?

* Where they are found
« portal.blackhillsip.com

* When they are checked
 Daily

« How they are delivered
« Dashboard
 Emaill | =
. Text message
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Example — Matter Management

Advance notice of an Ex parte Quayle action enables:
* filing of an IDS,

* filing new claims and claim amendments, and
* filing other items

all without the filing of and paying for an RCE or
continuation/divisional application plus any associate
extension of time fees. i
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Example — Matter Management

Advance notice of rejection or allowance mailing enables:

» filing an IDS before late fees or an RCE is required to have
the references considered

« allocating time and resources to promptly respond t
in critical and time sensitive matters

* providing prompt, advance insight and advice
clients/management
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Example — Matter Management

Advance notice of an Advisory Action enables:

» filing of a further response, such as an RCE or amendmen
place the application in condition for allowance, without
extension when the notification of the advisory action Is
after the three-month date for response.

* i.e., when a response to a final action is made no late
month date for response, the period for reply witha
the later of the three-month date for response.a
advisory action
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" Example — Critical Matter Management

* More sensitive cases can be monitored for positive or
negative events in order to be able to promptly notity the
client and/or formulate a strategy for next steps

« Early warning may also provide a chance to rectify any issues
that may exist

» Many times clients can find out about a recent development
before the prosecuting attorney if your manual docketing
process is delayed and the client is actively checking PAIR
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Example — Matter Management and
Oversight

Receive notice when failure to file a response before a
shortened statutory period for reply expires resulting in &
of accumulated patent term adjustment.
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Example — Oversight Within a Law Firm

 Notification of extensions taken for a particular owner/clie
* Violating client policy
* Firm performance metrics
« Firm incurring the extension cost

 Notification of extensions taken by a particular
« Attorney/Team performance monitoring
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Example — Oversight Within a Corporation

 Notification of extensions being taken by a particular
firm/attorney

* Notification of extensions being taken within a particular
portfolio

« Proactively Manage outside counsel performance that ir
internal KPI and other monitored metrics and policie

« Set up to monitor all counsel and learn in real time
of policies, outside counsel gwdellnes and-l i
house counsel performance metrlcs
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Limitless Opportunities for PAIR Status Change
Alerts

* Avoidance of delays due to USPTO process getting ahead of
actions required by prosecution docket

« Advance notice of rejections on critical applications
« Advance notice of allowances on critical applications

Many more alerts can be set up based on any and e '
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Setting Up P/peline® Services

» Docketing customers of BHIP already have access to BHIP’
PAIR notification service

* If you are not yet a customer, you can reach out to us
this webinar and we will be happy to discuss set up
can be done very quickly and is very affordable

* In the following slides we will show how the [
used to set up notifications
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Setting Up P/peline® Services

How PAIR Status Change Alerts are
set up in Black Hills IP P/peline® Portal
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New Alert

= Alert name: BHIP US4 Con AA Count, not mailed
Application Number: 17364554
Attorney File Number :
Applicant :
Customer Number:
Email: jhallenbeck@blackhillsip.com
Phone (SMS): 563-580-5129

+ Status:  Advisory Action Counted, Not Yet Mailed
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Setting Up Pipeline® Services

Status examples:

« Abandoned (including reason)
« Advisory Action
» After Appeal Decision

+ Allowed, Notice of Allowance Not
Yet Mailed

« PTAB Decision

» Final Rejection Counted, Not Yet
Mailed

« Advisory Action Counted, Not Yet

Mailed

» Docketed New Case, Ready For
Examination

» Ex parte Quayle Action Cogﬂted
Not Yet Mailed
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= Alert name:  BHIP US4 Con AA Count, not mailed

Application Number: 17364554 -

Attorney File Number:

Applicant:

Customer Number:

Email: |hallenbeck@blackhilisip.com

Phone (SMS): 563-580-5129

Add Alert



Black Hills IP Security

« How we handle security & data
« MFA
» Encrypted aaita storage
« Export Control/
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Response Shells

 Office Action response shells are custom documents
automatically generated that include the presently pending
claims and a remarks section with relevant headings
matched to the present office action.

« Shells are prepared by an automated process cor
according to your own preferences.

« How are they obtained?
« E-Malil
« Power Prosecutor®
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Power Prosecutor®
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Power Prosecutor®

P Rromsauter oirc DT

-, PowerProsecutor™ =S
Recent Document Shells C >
Name Application Number Last Modified

17364554 Rejection Response 20221017 17364554 QOct 17, 2022, 4:42 P i-

Records perpage: 10 «  1-1of1
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Power Prosecutor®
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17364554 Rejection Response 2022-10-17
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Header Information

Irveertor{s) Examinet

Lundberg Et al, SANA, MOHAMMAD AZAM

Agpheatinn Nn s A Lnit

17364554 2166

Eiled Docket Ko

2021-06-30 2385.004U54

Ceafimation N4 Titke

Bo44 PATENT MAPPING

Inventorisy:  Lundberg Etal. Examiner: Sana, |
Mohammad Azam |

Appli Mo 17364554 | Group Art Unit: 2166 |
Filed: 2021-06-30 | Attorney Docket Noo:
2385.004US4 |

Confirmation No,; 8944
Title: PATENT MAPPING |

AMENDMENT & RESPONSE UNDER 37 C.ER. § <<cfrText>>

<<mailStopText=>
Commissioner for Patents
BO. Box 1450

Alexandria, VA 22313-1450

Applicant has received the Non-Final Office Action dated July 21, 2022, Please enter the following.

dim Hallenbeci a
JHalleribeck@blockhillaip com
BB
PTO ACTION ZLAIME BOILERPLATE LIBRARY FILE HISTORY
PDF TEXT
Inf, ok Dl st
=

The information disclosure statement (IDS)
submitted on 09/28/2021 is in compliance with the
provisions of 37 CFR 1.97. Accordingly, the
information disclosure statement is being
considered by the examiner.

Claim Objections
=
Claims 12-16, 18-19 are depending on claims 20 and
claim 17 is depending on claim 25. The examiner is
unclear to determine the proper dependency of
these claims. The appropriate correction is required.

Claim Rejections - 35 USC §112
=
The following is a quotation of the first paragraph
of 35 U.5.C. 112(a):

(a) IN GENERAL.~The specification shall contain a
written description of the invention, and of the
manner and process of making and usina it, in such
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1 iCurrently Amended) [[ATJAR information management svstem comprising:
at-least-one computer system a plurality of computer systems including:
at least one central processing unit adapred 10 execute computer instructions; -

amemary;

a database systenmn of ive on the P syatenmn o maage data;

e ]

and wheren the ot least one central processing umit snd memory operatively coupled;

wmachine-readable data managed at least in pait by the database maragement system and stored a1
least in part in the memocy, the machine-readable data including:

st s 1

machine-readable patent poel dta stored i the memory. the pool data meluding machine o e B W g | |
readable dats identifying a plurality ef patent documents and at least some of the patent cluims y “' i L . i
e el i i e, ARt (i decsmam o
included in each patent document, wherein the patent d is published by a g
entity;
T lable uscr-tefined 1 data ing the text of one or more user-
sabom debd s . mapes rm i s o
defined limitations mapped to one o moere of the patent claims, at least one of the vser-defined it b Ptk i "

limitatiens specifying a limit on the scope of ene or more of the patent claims,

o
ke e bt i i a8 i
machine-readable patent claim mapping data definmg an association of user- defined =
4 e i s
daty to the duta i ifying the patent cluims in order to represent o mapping of at least ;
wne of the user-defined linitations o at least one of e patent claims,
and machine-readable companer instruetions stored an least in part in the memory, the
computer mstructions executuble in the centrul processing uml to cause the compuler sysfem to:
- genesale patent claim mapping data that fates at least one user-defined I i
e tovat least ene patent claim, wherein the patent claim mapping data is e )

pereruted in response W a selection by a user of the system of at lewst one of the user- bl 1 et et i o Ve o s e of e
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REMARKS

This respoinds o the. Non-Final (ffice Action Received [dated 0772172023 |

Claims }_arc presently amended. Claims  are presently canceled. and clanms | were

canceled previousty. New claimsare presently added. As o result, claims 1-19 Jare pow pending in

this application.
Interview Summary
Standard @

Rejection of Claimy wnder Section 112

Claim 1, and presumably claims 2-10, were rejected under 35 US.C 8 112{a) as allegedly failing.
te comply with the written ipti Jui by ing subject matter not described in the
speci fication insuch o way as o reasonably convey 1o one skilled in the relevant an that the inventor

rvigw Summary
possessed the invention at the tme of filing.
Thie urdersigned woald like b thank Fxamainer ]

Rejection of cluims under Seetion 163 I prtesy af o telephone interview on

Claims 1-6 and 8- 10 were rejected under 32 1L8.C. § 103 over Hades (1.5, Patent Application
Publication 200501441 77: herematter "Hoges” ) m view of Stobbs et al. (LS. Patent Apphication

Publication 2004/01%1427: hereinafier "Siobbs" ) further in view of Rivette ot al {US 5991751; Specification
hereinaller "Rivetis") Obj ections H
Claim T was rejected under 35 U S.C.§ 105 over Hosdes, Stobbs, and Rivette in Nurther view of Standard @

Mahesh "Umielogy Developmen: for Machine Translotion: Ieology and M i L
"Mahesh"). |

Spectiicarinn Ohjections .

Parapraphs _ ot the specifieation were abjected ta. The dis
i il
1
Cluims Objections The Rejection of

. Appropriate are made | Claims Under 101
Terein correcting these errovs. Eairy of the l and withdrawal of the claim objections are i Standard @

Claims 12-19 were rejected due fo errors in their

respectiully requested,

Hejection Type:- Allowable
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Power Prosecutor®

« Power Prosecutor® is presently in beta.

* |f you are interested in the beta, please email betasign-
up@blackhillsip.com or jhallenbeck@blackhillsip.com to exg
your interest and to request a personalized demo

« Currently onboarding our first 20 beta participants and will be
over time.

« Beta participants will receive a discount on pricing afte

* Need not be a docketing customer to utilize our Re
Power Prosecutor®
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PAIR Status Alerts and Power
Prosecutor®

e Questions

« Jim Hallenbeck
 jhallenbeck@blackhillsip.com

* Tom Marlow
- tmarlow@blackhillsip.com
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